United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
I nilid Stall-, l'atint and Trademark Office 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



FILING DATE 



10/10/20(0 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



1933 7590 02/03/2009 

FRISHAUF, HOLTZ, GOODMAN & CHICK, PC 
220 Fifth Avenue 
16TH Floor 

NEW YORK, NY 10001-7708 



RAJ, RAJIV J 



PAPER NUMBER 



DELIVERY MODE 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



l/ffflrC? nVrliUli Otfff Iff ids y 


Application No. 

10/684,354 


Applicant(s) 

MORIYAMA ET AL. 


Examiner 

RAJIV J. RAJ 


Art Unit 

3686 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 05 November 2008 . 
2a )^ This action is FINAL. 2b)D This action is non-final. 
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Disposition of Claims 
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DETAILED ACTION 

Status of Claims 

1 . This action is in reply to the amendment filed on 05 November 2008. 

2. Claims 2-4, 10-18 & 20-28 have been canceled. 

3. Claims 1 & 19 are amended. 

4. Claims 1 , 5-9 & 19 are currently pending and have been examined. 

Priority 

5. Applicant's claim for the benefit of a prior-filed application under 35 U.S.C. 1 19(e) or 
under 35 U.S.C. 120, 121 , or 365(c) is acknowledged. 

Information Disclosure Statement 

6. The Information Disclosure Statement filed 05 November 2008 has been 
considered. An initialed copy of the Form 1449 are enclosed herewith. 



Claim Objections 

7. Claims 1 & 19 have been amended and thus the previous objection is withdrawn. 
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Claim Rejections - 35 USC § 101 

8. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

9. Claim 19 is rejected under 35 U.S.C. 101 based on Supreme Court precedent, and 
recent Federal Circuit decisions, a § 101 process must (1) be tied to a machine or 
(2) transform underlying subject matter (such as an article or materials) to a different 
state or thing. Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 
U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 63, 70 (1972); Cochrane 
v. Deener, 94 U.S. 780,787-88 (1876). The process steps in claims (19) are not tied 
to a machine nor do they execute a transformation. Thus, they are non-statutory. 

Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

11. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating obviousness or 
nonobviousness. 

12. Claims 1, 6-7, 9 & 19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over lida (US 2003/0020813 A1) (hereinafter lida) in view of Segal etal. 
(US 2001/0041991 A1) (hereinafter Segal) in further view of Olson etal. 
(US 2001/0053946 A1 ) (hereinafter Olson). 

13. Examiner's Note: The Examiner has pointed out particular references contained in 
the prior art of record within the body of this action for the convenience of the 
Applicant. Although the specified citations are representative of the teachings in the 
art and are applied to the specific limitations within the individual claim, other 
passages and figures may apply. Applicant, in preparing the response, should 
consider fully the entire reference as potentially teaching all or part of the claimed 
invention, as well as the context of the passage as taught by the prior art or 
disclosed by the Examiner. 

Claim 1 

lida as shown discloses the following limitations: 

• displays the obtained photographing order information; (see at least lida 
[0026] Fig:1B ltems:14,62 & related text) 

• wherein the control unit sets a transmission-completion flag to the stored 
photographing order information transmitted to the first portable terminal; 
(see at least lida [0121]) 

lida does not disclose the following limitations, however Segal, as shown does: 
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• a control apparatus which controls a generating operation of medical 
images; (see at least Segal [0021]) 

• a first portable terminal connected to the control apparatus and which 
obtains photographing order information from the control apparatus; (see 
at least Segal Fig:1 ltems:99-134 & related text) 

• a medical image generating apparatus which generates medical image 
data of the patient; (see at least Segal [0021 ]) 

• wherein the first portable terminal transmits registering information of the 
medical image corresponding to the obtained photographing order 
information to the control apparatus; (see at least Segal [0072] Claims:36- 
38) 

• (i) a photographing order information storage which stores the 
photographing order information; (see at least Segal [0021], [0036-0039]) 

• (ii) an interface which transmits the stored photographing order 
information to the first portable terminal and receives the registering 
information from the first portable terminal; (see at least Segal [0021], 
[0075] Fig:1 ltems:99-134 & related text) 

• (Hi) a registering information storage which stores the received registering 
information of the medical image; (see at least Segal Claims:36-38) 

• (iv) a control unit which corresponds the medical image data transmitted 
from the medical image generating apparatus with the photographing 
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order information according to the registering information of the medical 
image; (see at least Segal [0021] Fig:1 ltems:99-134 & related text) 
It would have been obvious to one of ordinary skill in the art to add the features of 
Segal into lida. One of ordinary skill in the art would have added these features into 
lida with the motivation to provide a more effective and efficient process for creating, 
storing, accessing, updating and distributing image data, (see at least Segal [0021]) 
lida and Segal do not disclose the following limitation, however Olson, as shown 
does: 

• wherein the control unit prohibits the interface from further transmitting the 
photographing order information when the transmission-completion flag is 
set to the stored photographing order information; (see at least Olson 
[0045-0048] Fig:3A ltems:200-217, Fig:3B ltems:21 8-234 & related text) 
It would have been obvious to one of ordinary skill in the art to add the feature of 
Olson into lida/Segal. One of ordinary skill in the art would have added this feature 
into lida/Segal with the motivation to provide an improved invention for adequately 
addressing each piece of marked or flagged in an appropriate sequence, (see at 
least Olson [0012-0015]) 
Claim 6 

The combination of I id a/Segal/Olson disclose all the limitations of Claim 1. lida 
further discloses the following limitation: 
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• further comprising a second portable terminal; (see at least lida Fig:1B 
Items: 14, 60-80 & related text) 

lida/Segal/Olson do not disclose the following limitation, however Olson, as 
shown does: 

• wherein the information management apparatus stores identification- 
information of a the first portable terminal for reading out the 
photographing order information, so as to correspond to the read out 
photographing order information; (see at least Olson [0045-0048] Fig:3A 
ltems:200-217, Fig:3B ltems:218-234 & related text) 

It would have been obvious to one of ordinary skill in the art to add the feature of 
Olson into lida/Segal/Olson. One of ordinary skill in the art would have added this 
feature into lida/Segal/Olson with the motivation to provide an improved invention for 
adequately addressing each piece of marked or flagged in an appropriate sequence, 
(see at least Olson [0012-0015]) 
Claim 7 

The combination of lida/Segal/Olson disclose all the limitations of Claim 1 . Olson 
further discloses the following limitation: 

• further comprising an additional control apparatus, wherein the 
transmission-competition photographing order information is prohibited 
from being transmitted from the additional control apparatus to the first 
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portable terminal; (see at least Olson [0045-0048] Fig:3A ltems:200-217, 

Fig:3B ltems:21 8-234 & related text) 
It would have been obvious to one of ordinary skill in the art to add the feature of 
Olson into lida/Segal/Olson. One of ordinary skill in the art would have added this 
feature into lida/Segal/Olson with the motivation to provide an improved invention for 
adequately addressing each piece of marked or flagged in an appropriate sequence, 
(see at least Olson [0012-0015]) 
Claim 9 

The combination of lida/Segal/Olson disclose all the limitations of Claim 6. lida 
further discloses the following limitations: 

• further comprising an additional control apparatus; (see at least lida 
Fig:1B ltems:14, 60-80 & related text) 

• wherein after the photographing order information is transmitted from one 
of the control apparatuses to any one of the portable terminals, another 
one of the control apparatuses deletes the photographing order 
information; (see at least lida [0025] & [0063]) 

Claim 19 

lida as shown discloses the following limitation: 

• setting a transmission-completion flag to the stored photographing order 
information transmitted to the portable terminal via the control unit; (see at 
least lida [0121]) 
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lida does not disclose the following limitations, however Segal, as shown does: 

• storing photographing order information in a photographing order 
information storage of a control apparatus; (see at least Segal [0021], 
[0036-0039]) 

• transmitting the stored photographing order information to a portable 
terminal via an interface of the control apparatus; (see at least Segal 
[0021], [0075] Claims:36-38 Fig:1 ltems:99-134 & related text) 

• receiving registering information of the medical image for the transmitted 
photographing order information from the portable terminal via the 
interface; (see at least Segal Claims:36-38) 

• storing the received registering information of the medical image in a 
registering information storage of the control apparatus; (see at least 
Segal [0036-0038]) 

• corresponding the medical image data generated by a medical image 
generating apparatus with the photographing order information according 
to the registering information of the medical image via a control unit of the 
control apparatus; (see at least Segal [0021] Fig:1 ltems:99-134 & related 
text) 

It would have been obvious to one of ordinary skill in the art to add the features of 
Segal into lida. One of ordinary skill in the art would have added these features into 
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lida with the motivation to provide a more effective and efficient process for creating, 
storing, accessing, updating and distributing image data, (see at least Segal [0021]) 
lida and Segal do not disclose the following limitation, however Olson, as shown 
does: 

• prohibiting, via the control unit, further transmission of the photographing 
order information when the transmission completion flag is set to the 
photographing order information; (see at least Olson [0045-0048] Fig:3A 
ltems:200-217, Fig:3B ltems:218-234 & related text) 
It would have been obvious to one of ordinary skill in the art to add the feature of 
Olson into lida/Segal. One of ordinary skill in the art would have added this feature 
into lida/Segal with the motivation to provide an improved invention for adequately 
addressing each piece of marked or flagged in an appropriate sequence, (see at 
least Olson [0012-0015]) 

14. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over lida in view 
of Segal in view of Olson in further view Jordan (US 2002/0188187 A1) (hereinafter 
Jordan). 
Claim 5 

The combination of I id a/Segal/Olson disclose all the limitations of Claim 1. lida 
further discloses the following limitations: 
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• further comprising a second portable terminal; (see at least lida Fig:1B 
Items: 14, 66-80 & related text) 

• when the transmission-completion flag is set to the photographing order 
information and then a command for reading out the photographing order 
information is output from the second portable terminal, the second 
portable terminal is notified that the photographing order information has 
been already read out based on the stored information; (see at least lida 
[0121]) 

lida/Segal/Olson do not disclose the following limitation, however Jordan, as shown 
does: 

• wherein the information management apparatus stores identification- 
information of the first portable terminal for reading out the photographing 
order information, so as to correspond to the read out photographing order 
information; (see at least Jordan [0035-0036]) 

It would have been obvious to one of ordinary skill in the art to add the feature of 
Jordan 

into lida/Segal/Olson. One of ordinary skill in the art would have added this feature 
into lida/Segal/Olson with the motivation to provide a more safe & efficient process 
for managing and transferring medical image data, (see at least Jordan [0006]) 
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15. Claims 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over lida in view 
of Segal in view of Olson in further view Endoetal. (US 4567897) (hereinafter 
Endo). 

Claim 8 

The combination of lida/Segal/Olson disclose all the limitations of Claim 6. Endo 
further discloses the following limitation: 

• wherein when the control apparatus is instructed so that the 
photographing order information transmitted to any one of the portable 
terminals is transmitted to any one of the portable terminals again, the 
control apparatus warns that the photographing order information has 
been already transmitted; (see at least Endo Column:5 Lines 60-69 
Column:4 Lines:1-22) 
It would have been obvious to one of ordinary skill in the art to add the feature of 
Endo into lida/Segal/Olson. One of ordinary skill in the art would have added this 
feature into lida/Segal/Olson with the motivation to provide a more effective and 
efficient method and system for storing and transmitting medical image data, (see at 
least Endo Column:2 Lines: 54-63) 

Response to Arguments 

16. Applicant's arguments filed 05 November 2008 have been fully considered but they 
are not persuasive. 
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17. Applicant's arguments with respect to claims 1, 5-9 & 19 have been considered but 
are moot in view of the new ground(s) of rejection. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Applicant's amendment necessitated any new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should 

be directed to RAJIV J. RAJ whose telephone number is (571) 270-3930. The examiner 
can normally be reached on Monday thru Friday 8-5pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry O'Connor can be reached on (571) 272-6787. The fax phone number 
for the organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or (571) 272-1000. 

/RJR/, Art Unit 3686 
01/26/09 



/Gerald J. O'Connor/ 
Supervisory Patent Examiner 
Group Art Unit 3686 



